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On the first Monday in October, will IP still 
be in the Supreme Court’s spotlight?
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The Supreme Court will kick off its 2014 term 
on Oct. 6. Can the Court maintain its white-
hot focus on intellectual property law issues?

The 2013 term set a high-water mark for 
IP, as the Court decided six patent, two 
trademark and two copyright cases. Taken 
together, IP issues featured in more than 
10 percent of last term’s docket, which is 
remarkable given the extraordinary range 
of legal topics covered in the thousands 
of petitions filed annually seeking a writ of 
certiorari.

One patent case last term further defined the 
scope of patent-eligible subject matter under 
35 U.S.C. § 101. In Alice v. CLS Bank, the 
Court held that a known business method 
is an abstract idea, and that a patent claim 
covering a general purpose computer to 
perform that method does not make the claim 
patent eligible.

The Court’s other patent cases last term dealt 
with issues that impact the enforcement of 
patent rights in district court litigation.

In Medtronic v. Mirowski Family Ventures, 
the Court held that the patentee bears the 
burden of persuading a factfinder that an 
accused product or method infringes a patent, 
even when a licensee brings suit seeking a 
declaration that it does not infringe a licensed 
patent.

In Limelight Networks v. Akamai Technologies, 
the Court held that a defendant can be held 
liable for inducing patent infringement only if a 
patentee provides proof of direct infringement. 
Importantly, Limelight chose not to address 
the related (and separately appealed) issue 
of whether infringement liability can attach 
to multiple parties that divide performance 
of a patented method so that no single party 
performs all steps.

Also on the enforcement front, in Nautilus v. 
Biosig Instruments, the Court struck down the 
Federal Circuit’s test for patent indefiniteness 
in favor of a flexible determination of whether 
the patent’s claims informs those skilled in 
the art about the scope of the invention with 
reasonable certainty.

Two patent cases dealt with 35 U.S.C. § 285, 
which provides for an award of attorneys’ fees 
to the prevailing party in “exceptional cases.” 
In Highmark v. Allcare Health Management 
Systems, the Court held that a district court’s 
exceptional case determination should be 
reviewed for an abuse of discretion. And in 

Octane Fitness v. Icon Health and Fitness, 
the Court endorsed a flexible totality of the 
circumstances approach to determining 
exceptional cases, rejecting the Federal 
Circuit’s “inflexible” requirement of a 
finding that the litigation was both “brought 
in subjective bad faith” and “objectively 
baseless.”

On the trademark front, in Lexmark Int’l v. 
Static Control Components, the Supreme 
Court resolved a split among the circuit 
courts regarding the standing requirements 
for a cause of action for false advertising, 
holding that a plaintiff must at least show 
that defendant’s misrepresentation was 
the proximate cause of injury to plaintiff’s 
commercial interest in sales or business 
reputation. In POM Wonderful v. The Coca 
Cola Company, the Court reversed the 9th 
Circuit, holding that competitors may bring 
claims under the Lanham Act to allege unfair 
competition from false or misleading product 
descriptions for food and beverage labels 
regulated by the federal Food, Drug and 
Cosmetic Act.

The Court decided two copyright cases in 
6-3 decisions — a contrast to the largely 
unanimous patent and trademark decisions 
it rendered last term. In Petrella v. Metro-
Goldwyn-Mayer (the “Raging Bull” case), 
the Court held that the equitable doctrine of 
laches is not a complete bar to a copyright 
infringement claim brought outside of the 
Copyright Act’s time-to-sue provision. The 
Court held that the rebroadcasting activities 
at issue in ABC, Inc. v. Aereo, Inc. are 
performances within the meaning of the 
Transmit Clause added in a 1976 amendment 
to the Copyright Act. The Court concluded 
that Aereo’s activities are beyond that of 
an equipment provider of antennas for 
rebroadcast, and are substantially similar to 
conduct Congress addressed in the 1976 
amendment.

It may be too early to tell whether the 2014 
term will match last year’s bounty of IP cases.

So far, the Court has granted certiorari in 
two cases that will soon be heard at oral 
argument. The first is a patent case — Teva 
Pharmaceuticals USA v. Sandoz (No. 13-854) 
— scheduled for argument on October 15. In 
Teva, the Court will consider an issue long-
debated in the patent community: whether 
the Federal Circuit should defer to the district 
court’s findings of fact regarding patent claim 
construction and abandon its current practice 
of de novo review. The outcome of this case 

could have broad implications for the conduct 
of all future patent litigation, given the critical 
nature of claim construction to infringement 
and invalidity analyses.

The Court also granted cert in a trademark 
case: Hana Financial, Inc. v. Hana Bank & 
Hana Financial Group (No. 13-1211). Hana 
deals with the issue of trademark “tacking”—a 
doctrine that allows a party to “tack” the 
use of an older mark onto a newer mark for 
purposes of determining priority of the first 
party to use the mark. But tacking requires 
that the newer mark must not be materially 
different from the older one, and must create 
the same continuing commercial impression 
to consumers. Hana asks the Court to resolve 
a split among circuits as to whether this 
inquiry is a question of fact for the jury, or a 
question of law for the judge.

In addition to those two IP cases, the Court 
will consider whether to grant certiorari 
in several other IP cases at its Sept. 29 
conference. For example, Pronova BioPharm 
Norge AS v. Teva Pharmaceuticals USA, 
Inc. (No. 13-1251) asks the Court to 
consider the scope of prior public uses 
that would invalidate a patent claim. If the 
Court grants certiorari in Kirby v. Marvel 
Characters, Inc. (No. 13-1178), it will unravel 
complex questions regarding the “work for 
hire” doctrine and determine whether Jack 
Kirby’s heirs can terminate prior copyright 
assignments as to characters Kirby first 
created as an independent contractor.

Was the focus on IP issues in the Court’s 
2013 term an aberration? Or did the Court’s 
docket signal its recognition that IP plays 
an increasingly important matters impacting 
society? Either way, the Court’s recent IP 
focus has helped raise general awareness of 
vital IP issues to which all concerned parties 
should pay close attention.
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